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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 69 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. It is not clear the original specification teaches the 
claimed "after the effects of the morphology have been removed". Clarification could be 
achieved by identifying the appropriate portion of the specification that supports these 
limitations. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 69 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The claim is not clear what steps are intended by "after the effects of the 
morphology have been removed". Does Applicant intend a processing step to remove 
some portion of the sample ? If so, the process should be identified. 
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Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 7-12,14, 16-25 and 69 are rejected under 35 U.S.C. 102(e) as being 
clearly anticipated by Mansky (US 2003/0097871 ). 

Mansky teach in paragraph [0006] a method for screening an array of sample 
materials for a desired specific property. Each sample is subjected to one or more 
forces and the response to the forces is monitored and correlated to each sample 
materials. Paragraphs [0015-0021] teach identifying each sample by a tag and 
subjecting the samples to forces such as viscosity, surface tension and interfacial 
tensions. The Office has read these teachings on the claimed "identifying a product 
specification ... providing said particulate material ... measuring and obtaining at least 
one interfacial property Paragraphs [0055] and [0058] teach the material can be 
either silica or carbon black respectively which is identical to the claimed materials. The 
Office has read the taught "desired specific property" on the claimed "... value on a 
product specification sheet, ... etc.". 

New claim 69 is identical in scope to original claim 1 and adds limitations that the 
interfacial property is a measurement of at least one physical property of the material. 
The Office maintains Mansky teaches in paragraphs [0015-0021] identifying the 
physical properties relating to viscosity, surface tension and interfacial tensions which 
are indistinguishable from the instant claims. 
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Applicant's arguments filed 1 1/5/08 have been fully considered but they are not 
persuasive. 

Applicants traverse 35 USC 102 rejections over Mansky on the basis this 
reference fails to address the claimed invention of screening an array of materials for 
mechanical properties. The Office maintains the rejections over Mansky above meet all 
of the claims. 

Applicants direct the Office to "Example 2" on page 21-22 of the original 
specification to assist the Office in better understanding the invention. The Office 
understands samples "A"-"E" all are within 96% of the "max DBP" value but vary more 
widely with other tests. Example 2 is not commensurate in scope with the pending 
claims that only require "at least on interfacial property" which is clearly taught by the 
cited prior art. 

Applicants state Mansky fail to teach a method for identifying a material for a 
batch, lot or shipment that has at least one interfacial property value. The Office 
maintains Mansky use of a binary code on the materials being screened. The materials 
are being screened for the desired properties. When the desired properties are 
detected, the binary coded material is correlated to the desired properties and provided 
to the users and is indistinguishable from the instant claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lyle A. Alexander whose telephone number is 571-272- 
1254. The examiner can normally be reached on Monday, Tuesday and Thursday. 



Application/Control Number: 10/650,124 
Art Unit: 1797 



Page 5 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 

the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application Lyle A Alexander 

may be obtained from the Patent Application Primary Examiner 

Information Retrieval (PAIR) system. Status Art Unit 1797 

information for published applications may be 

obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is 

available through Private PAIR only. For more 

information about the PAIR system, see http://pair- 

direct.uspto.gov. Should you have questions on 

access to the Private PAIR system, contact the 

Electronic Business Center (EBC) at 866-217- 

9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or 

access to the automated information system, call 

800-786-9199 (IN USA OR CANADA) or 571-272- 

1000. 

/Lyle A Alexander/ 



Primary Examiner, Art Unit 1797 



